IP for Business & FTO 101
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INNOVATION THAT’S REAL
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Enabling commercial success through IP

IDEATION

CREATION

PROTECTION

IDEATION

Geographic Distributions: All Patent Filings
Where to play?

How to win?

How will we get there?

S

China, Brazil, Canada, and India are important countries
to file patents and seek IP protection.

CREATION

Patent boundary

o Claim scope
/ \
/ y
! A
J L
\
\
\

5o

v" Where is BOUNDARY?

v' MAPPING ideas
v’ Identify candidates for
development

COMMERCIALIZATION

PROTECTION

FTO
o Patentability

o |IP Strategy
Strategic Filings
o Trade Secret

(0]

COMMERCIALIZATION I

v" Product sale
0® ¢ - Licensing
allibis

v' Patent Sale
o IP Valuation

o Patent Monitoring
o Infringement Monitoring
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e
Appropriate IP strategy can support
the underlying business strategy

Where are Where do you Where are How will you

you today? aim to reach? you going? get there?

Example

A. Objective
1. Maintain Superior Competitive Position
2. Ensure Business Flexibility

3. Secure Business Profitability

B. IP Strategy
1. Secure, maintain and utilize rights (patents, trademarks, industrial designs, and copyrights)
2. Measures to ensure respect for rights, including those of competitors
3. Cultivate and maintain strategic human resources

© SCGC 2024 Page | 4



2
Medication Cart

Granted Design Patent + Software

Application number: 1902003834

Patent number: 85563

SDITUDYENDDAS Y
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Freedom To Operate (FTO)
MAOO:IS?




Protect Innovation with the RIGHT Strategy

G-

IP Legal Framework in Thailand

© SCGC 2024

Invention
Patent

Petty
Patent

Optical Disc
Production

Trademark

Trademark

Certification
mark

Intellectual Protection of

mmmmmmmm—— New Varieties
Property of Plant

Layout -
Design of

Integrated S
Medicinal
Circuit :
Intelligence
Geographical

Identifications

CONSTITUTION OF
THE KINGDOM
OF THAILAND
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IP Rights Coverage

Patents

Trademarks

Trade Secrets

Copyrights

Subject Matter

Protection

Requirements

Term

Geography

© SCGC 2024

Technical Invention

Registration

= Any invention
which is NOVEL,
INVENTIVE and
USEFUL can be
patented

= Should be applied
before launching
the product

20 years
(Petty 10 years)

v

Ornamental
features of
products

Registration

= NOVEL
ornamental or
appearance of any
product

= Should be applied
before launching
the product

10 years

Word, symbol, color
used to show origin of
goods/services

Registration

= Any name, symbol,
mark to describe the
product or services can
be protected

= Can be done before or
after the launching of
the mark

Renew every 10 years
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Valuable information

Reasonable secrecy
measures

= Secret information,
commercial value,
appropriate
measurement to
maintain secrecy

= Not require
registration

As long as it is Trade
Secret

Creativity

Creativity
Expression

= Any literary
object namely
artwork, poetry,
books, music
can be
copyrighted

= Not require
registration

+50 years
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A patent application is issued as a patent after it is allowed by the US Patent an U v v v v
Trademark Office (USPTO). All claims are novel and r
Patent Number
frisdudhpseiminsmpliipiindg bl Aagani g v' Preliminary (FTO) vs Freedom to Operate (FTO)

(i v Freedom to O pera te (FTO) is also known as Patent

a2 United States Patent I 1) Patent No.: 9.900,0
Loventerson 12 Pub. Date: Feb. 1,

References Cited

clearance search or Freedom to Practice Search (FTP)

v Indicates whether it is commercially ‘safe’ to manufacture,

testing, sell or commercialise the product in the country

we wish to operate, without infringing on the rights of

third parties currently in operation

| v' Or, to put it another way, whether or not a company is
\_ Claims

“Free to Operate” without fear of patent infringement ...

keytoip.com
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https://www.wissenresearch.com/services/patent-asset-management/infringement-search/
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Freedom To Operate (FTO)
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IMPORTANCE AND MAJOR BENEFITS OF A PATENT:

1. Exclusive rights @

2. High return on investments é

3. Strong market position @

4. Sense of ownership g

5. Opportunity to License or Sell the Invention dgae®

l',’

6. Patents as assets

7. Source of revenue

8. Benefits to the society %ﬁ

9. Positive Image for the Enterprise m
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Why Freedom To Operate (FTO) is important?

Identify

Manage

Mitigate

© SCGC 2024

AN AN

AN

Good Procedure

ldentify Objective to conduct the FTO
|dentify the right step to proceed with FTO
Identify the right people to be responsible
for FTO

Manage people capabilities and expectation
Apply practicable Matrixes
e.g., Likelihood vs Consequence

Apply mitigation plan

Possible option for seeking external IP counsel
for legal opinions e.g. medium to high IP risk
and impact to business

Page | 12

Risky Procedure

Not thinking about FTO
x Start FTO too late

People has less awareness about FTO
Too late to manage problems/
consequences

Call your IP lawyer!!!
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When should we conduct the Freedom To Operate (FTO)?

L

N
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Invention

n

=

@ Product/
Process

»

|

IDEA

Generation

Before starting your research

FEATURE

Development

PRODUCT

Development

During your research

Testing

PRODUCT

https://trcmarketresearch.com/

Before exploiting a product/process

Search Task

Status of Patent

Purpose

Output

Technology Landscape

pre/post-grant

all published patents

survey report

Patentability

pre/post-grant

novelty breaking work

Grant/modify/reject

Freedom to Operate

post-grant (priority)
pre-grant (cross-chk)

relevant claims/
related work

clearance

O When getting the idea for R&D

O When getting the potential candidates

O Before sending the sample for testing/characterization
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PATENT SEARCH & FREEDOM TO OPERATE (FTO)

Patent Search & Prelim. 5 1@ Preliminary
. etail Screenin .
Screening 9 FTO Analysis
. Simple keywords . Complex keywords & search Does our Product or
. Key competitors strategies Process overlap with any
. Legal status - valid in target claim of a valid patent of
countries others?
Search Task Status of Patent Purpose Output

Search for Freedom to
Operate

post-grant (priority)
pre-grant (cross-chk)

relevant claims/
related work

Preliminary FTO analysis = Identify
“Potential Conflict”

© SCGC 2024
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FTO Analysis

Can commercial activities
be done without infringing
a valid patent of others?
Legal interpretation of
claims

Legal opinion based on
country’s law




ccccccccccccccc
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Check the Alignment

© SCGC 2024

PDCA

PDCA

Business
Model/Strategy

Identify
contributions of
IP assets

Identify existing
IP Assets
(Rights & Risks)

Map IP Assets
with strategic

Business




IP Management in a nutshell
mmeeee———— Early engagement ——

@) With experienced
experts/partners

Value of

Effective IP execution
IP strategy and exploitation > IP assets

INTRODUCE
MANAGE
MAINTAIN

Cmsee———— Plan Ahead )
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https://www.youtube.com/hashtag/%E0%B8%AB%E0%B9%89%E0%B8%AD%E0%B8%87%E0%B9%80%E0%B8%A3%E0%B8%B5%E0%B8%A2%E0%B8%99%E0%B8%9C%E0%B8%B9%E0%B9%89%E0%B8%9B%E0%B8%A3%E0%B8%B0%E0%B8%81%E0%B8%AD%E0%B8%9A%E0%B8%81%E0%B8%B2%E0%B8%A3

Q&A
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Why are CONTRACTS important

for
R&D and commercialization of IP?

© SCGC 2024 Page | 22



IP Creation and Commercialization

i require
v

Technological Collaboration & Business Relationship

: require
v

“CONTRACTS”
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CONTRACTS’ Roles in R& D and Commercialization of IP

* Open up collaboration/ relationship

* Outline roles of the parties

* Establish rights and obligations

* Allocate benefits and liabilities

* Prevent dispute and mitigate risks

© SCGC 2024 Page | 24



General Steps of Technological Collaboration

Commencement Development Commercialization

* Identify needs * Technology development * Design business model

* Explore and assess * M&A * Regulation & compliance
potential technology * Prototyping clearance
partners * Scale-up * Negotiation on benefit

* Information sharing * Testing sharing

* Negotiate key terms or * Tech optimization * Marketing & pitching
term sheet * Improvement * Customer trial & feedback

* IP creation & protection * Licensing/ Sale/ Service

* Freedom-to-operate (FTO)

© SCGC 2024 Page | 25



Confidentiality Agreement (CDA or CA)

Non-Disclosure Agreement (NDA)
duuaSnuUNADINAU

* Open discussion and information sharing

* Protect information disclosed by a party

or exchanged between both parties

* Purpose of information use

* Limit people accessing to information

* One-way vs Mutual

* Scope of Information

* Definition of Confidential Information and

exception

* Term (Exchange Period) vs Secrecy Term

* Length of secrecy?

© SCGC 2024 Page | 26



NDA is a magic bullet

Signed! so we can share info to anyone

Signed! so we can do anything with info

......NDA IIIUSion......

All | need is NDA

We have had one, why do we need it again?

NDA process is easy, and does not take long time T e

© SCGC 2024 Page | 27
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NDA vs MTA
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Service Agreement
doutuIoY

For example, R&D Service, Consultancy

Service, Testing Service

Money € -> Work/ Outcome

Service vs JDA

Scope of work

Service Fee/ Installment

Timeline/ Milestone

Payers usually own outcomes

Publication (Academics) vs Confidentiality

(Business)

Penalty (Late Payment/ Late delivery)

Page | 29
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Service Agreement
doutuIoY

For example, R&D Service, Consultancy

Service, Testing Service

Money € -> Work/ Outcome

Service vs JDA

Scope of work

Service Fee/ Installment

Timeline/ Milestone

Payers usually own outcomes

Publication (Academics) vs Confidentiality

(Business)

Penalty (Late Payment/ Late delivery)
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Joint Development Agreement (JDA)

Research Collaboration Agreement
dUUNSOUIVFIATWCUUN

* Each party contributes in-kind, in-cash and

expertise into collaboration projects

* Term Sheet may be helpful

* R&R & contribution of each party

* Scope of Collaboration

* Project Committee

* Target/ Milestone

* Each party may have its Background IP before

entering into JDAS

* Foreground IP - right & benefit allocation

* Foreground IP Management

* Biz Model

* Confidentiality

© SCGC 2024 Page | 31
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License Agreement
dutvrouvalKisans

Licensor & Licensee

Licensor grants Licensee its IP right

Exclusive vs Sole License vs Non-Exclusive

Scope of use - Make/ Use/ Sell

Definition of Licensed IP/ Technology

License Field & Territory

Sub-license?

License Fee - Lump sum/ Royalty/

Running Royalty

License Term

Third party’s infringement on licensed IP

Page | 32
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Q&A
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